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REMARKS 

Favombk reconsideration of this application is respectfully requested in view of the 
following remarks* Currently, claims 1 -3, 7, 8, 1 2 and 1 8-20 arc pending in the present 
application of which claims 1, 7 and IS arc independent. Claims 13-17havcbcca cancelled. 

Claims 1-3. 7, 8 J 2 and 1 9-20 were rejected under 35 U,S,C* § 1 03(a) as allegedly 
being unpatentable over JErlin (U-S. Patent Number 6;27S,991) as applied to claims 1-S, 12, 
and 1 8-20» and further in view of Stewart et al, (U.S. Patent Number 6,571 ,221). Claim 1 8 is 
rcpcctcd under 35 U-S.C § 1 03(a) as allegedly being unpatentable over Stewart ct aL as 
applied to claims 1-3, 7, 8, 12 and 19-20, and further in view of firlin. The above rejections 
arc respectfully traversed for at least the reasons set forth below. 

Sionmarv qf^ TeUphonicInt^^iew Conducted Febmarv A 20QS 

Applicant acknowledges receipt of the Interview Summary mailed with the Office 
Action dated February 17, 2005. As set fordi in the Interview Summary, agreement was 
reached during the telephonic interview conducted February 8, 2005 that claims 13-17 would 
be cancelled because claims 1 3-1 7 are directed to a portable digital assistant Claims 13-1 7 
have accordingly been cancelled. 

Claim RejeciionMn^ US,C ^103 

The test for determining if a claim is rendered obvious by one or more references for 

purposes of a rqcction under 35 U.S.C. § 1 03 is set forth in MPEP § 706.020): 

To establish a prima facie case of obviousness, three basic criteria 
must be met First, there must be some suggestion or motivation, 
dther in the references themselves or in the knowledge generally 
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available to one of ordinary skill in the art, to modify the reference 
or to combine reference teachings. Second, there mxxst be a 
reasonable expectation of success. Finally, the prior art reFercncc 
(or references when combined) must teach or suggest all the claim 
limitations* The teaching or suggestion to make the clcumed 
combination and the reasonable expectation of success must both 
he found in the prior art and not based on applicant's disclosure. Tn 
re Vaeck 947 F.2d488,20 U$PQ2d 1438 (Fed. Cir. 1991). 



Therefore, if the above-identified criteria are not met, then the cited referenccCs) iuils 
to render obvious the claimed invention and, thus, the claimed invention is distinguishable 
over the cited rcfercnce(s). 

Claims 1 -3, 7» 8, 1 2 and 1 9-20 were rejected under 35 U.S.C § 1 03(a) as allegedly 
being unpatentable over Erlin as applied to claims 1 -8, 12, and 18-20, and further in view of 
Stewart ct al. This rgection is respectfully traversed because Erlin and Stewart et al,, 
considered singly or in combination, fail to teach or suggest the claimed invention as set forth 
in independent claims 1 and 7, and tlieir dependent claims. 

Independent claim 1 recites "storing a digital signature of a user in a memory of a remote 
control/ "performing said electronic tmnsaction" and "tmnsmitting said digital signattu^c of said 
user &om said remote control to complete said electronic transaction, wherein the digital 
signature remains stored in the memory after ihc transaction is completed or canceled," 
Independent claim 7 recites "a controller configured to transmit a digital signature" and **wliercin 
the digital signature remains stored in the memory after the transaction is completed or canceled." 

Erlin discloses a remote control unit including a transmitter and a method for 
transmitting signals to a remote interactive location such as a television set or a TV cable 
remote control box (Abstract), Erlin, however, fails to teach or suggest "storing a digital 
signature of a user in a memory of a remote control/* ''performing said electronic transaction*' 
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and ^'transmitting said digital signature of said user Irom said remote control to complete said 

electronic transaction, wherein the digital signature remains stored in the memory after the 

transaction is completed or peeled*' a sclaimcd. The 0£5cc Action states 

Erlin discloses the claimed invention except for the storing a digital signature of a 
user in a memory. However, Erlin docs teach about the use of Data Encryption Standard 
(DBS), Personal Identification Number (PIN) Encryptdon Key (P£K) and two main 
encryption functions, PTN translations and PTN verifications. (Office Action, page 3) 

The rqcction alleges that the DES, PIN and PEIC constitute a digital signature stored in 
a memory of a remote control, Erlin, however, Imls to teach or suggest that the DBS, PIN and 
tlic PEK constitute a digital signature stored in the memory of a remote control unit Instead, a 
set top box includes the PEK, and the set top box transmits the PEK which is used to code the 
PTN (Column 7, lines 20-25), Erlin thus fails to teach or suggest storing a digital signature in a 
memory of a remote control unit and fiiils to teach or suggest "wherein the digital signature 
remains stored in the memory after the transaction is completed or canceled/* 

Stewart et al, fails to remedy the deficiencies of Erlin. Stewart ct al, discloses a 
portable computing device (PCD) that indudcsi a memoTy wliich stores a digital certificate 
(Column 1 1 5 lines 20-30), Stewart ct al, however, feil to teach or suggest "transmitting said 
digital signature of said user from said remote control to complete said electronic transacHon, 
wherein the digital signature remains stored in the memory after the transaction is completed 
or canceled" as claimed. Instead, the digital certificate disclosed by Stewart et al, is used for 
user authentication and security (Column 1 1, h'nes 29-31), but the digital certificate is not 
transmitted from a remote control to complete an electronic transaction. Thus, neither lErlin 
nor Stewart et al. whether alone or in combination, teach or suggest all the features of 
independent claims 1, 7 and 18, and their dependent claims* 
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In addition, the Applicant asserts that there is no suggestion or motivati on to combine 

the teachings of Erlin and Stewart et The Office Action states that 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to provide the television ranote control unit DES encryption clip. 
Fig, 3, 65, of Erlin with the storing a digital signature of a nscr in a memory of Stewart 
hccausc a digital signature, and a PEKboth serve the same function as authenticating a 
user* (Office Action, page 3, and pages 4-5) 

The combination of Erlin and Stewart et al,, however, would not tender obvious 

Applicant's claimed invention* Erlin teaches directly away from Applicant's claims, wherein 

independent claims 1, 7 and 18 each recite **whcrein the digital signature remains stored in the 

memory after the transaction is completed or canceled/* In particular, Erin discloses that 

it is not desirable to permanently store any such ATM type transaction infonnationj 
including the PIN and PEK codes, within the remote control unit after the transaction is 
completed (in order to minimize tiic risk of xmaufhorizcd accesss to the PIN/PEK 
information) (Column 8, lines 1 2-1 7) 

Thus, Eriin teaches away from Applicant's claimed invention because Erlin discloses 
that it is not desirable to store transaction information, including PIN and PEK codes* within a 
remote control unit after a transaction is completed (Column 8, lines 1 2-1 7)» Thus, one of 
ordinary skill in the art would not have been motivated to combine the teaching of a memory 
which stores a digital certificate, as disclosed by Stewart et al,, with the disclosure of Eriin, 
because Erlin discloses that it is ftot desirable to store transaction information within a remote 
control unit after a transaction is completed. 

In addition, Stewart et al* relates to a network communication service, whereas Erlin 
relates to a transmitter with a magnetic-stripe card reader. There is no suggestion or 
motivation to store the digital certificate of Stewart et aL, which is used for allowing access to 
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a network (Stewart ct al., Column 2, lines 55-62), with fhc remote control tmit of Erlin, which 
is used for communicating witli a receiver. 

Witli regard to independent claim 7, neither Erlin nor Stewart ct al,, whether alone or in 
combinatiorL, teach or suggest the fisatures ofindependent claim for at least the reasons ct 
forth above. Tn addition* the Office Action admits that Erlin fiiils to teach or suggest a wireless 
transcdvcr (Office Action, page 5)- 

At least by virtue of Erlin's and Stewart et al.'s failure to teach or suggest the above 
identified features of independent claims 1, 7 and 1 and because of the lack of suggestion or 
motivation to combine Erlin and Stewart ct al,, a prima faeie case of obviousness has not 
been established under 35 U.S,C. § 1 03. Accordingly, the Examiner is respectfully requested 
to withdraw the rgection of those claims^ Claims 2-3 depend fix)m allowable claim 1, and 
claims 8 and 12 depend firom allowable claim 7. These dependent claims are also allowable 
at least by virtue of their dependendes. 

Applicants respectfully submit that the rgcction of claims 1 9 and 20 is improper. 
Claims 1 9 and 20 were improperly rqjected under 35 U.S.C. § 1 03(a) as allegedly being 
unpatentable over Erlin, and further in view of Stewart et al. Claims 19 and 20 depend from 
independent claim IS, and claim 1 $ was not rgcctcd in the OfBcc Acdon as being 
unpatentable over Erlin in view of Stewart ct al. Instead, claim 1 8 was rejected over Stewart 
et al. in view of Erlin in a separate rejection on page 6 of the Office Action, Thus, the 
rejection of claims 19 and 20 must be withdrawn and any new ngection cannot be made final. 

Claim 18 was rejected under 35 U.S.C. § 103(a) as allegedly being unpatentable over 
Stewart ct al. as applied to claims 1-3, 7, 8, 12 and 19-20, and further in view of Erlin. This 
rejection is respectfully traversed because it is improper to apply Stewart ct al., as applied to 
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claims 1-3, 7, 8, 12 and 19-20, as a reference m arq^ectioti of independent claim IS. 
Dcpcndcat claims 19 and 20 were rejected under 3S U-S.C* § 103(a) as allegedly being 
unpatentable over Erlin, and further in view of Stewart ct al. It is improper to apply Stewart 
ct al. "as applied to claims 1 9-20" in a rejection of independent claim IS because claim 18 
docs not depend &om claims 19 and 20. Tbus^ the rejection must be withdrawn. 

Furthermore, Stewart et ul. and Erlin, considered singly or in combination, feil to 
teach or suggest tbe features recited in independent claim 1 8. 

Independent claim 1 8 recites "means for transmitting said digital signature of said 
user from said memory means to the Internet terminal fbr completing said clcctromc 
transaction, wherein the digital signature remains stored in the memory means aficr the 
transaction is completed or canceled," 

The deficiencies of Stewart et aU and Erlin are set forth above. Stewart ct aJ. fails to 
teach or suggest "means for transmitting said digital signature of said user from said memory 
means to the Internet terminal for completing said electronic transaction, wherein the digital 
signature remains stored in the memory means after the transaction is completed or canceled" 
as claimed. Instead, Stewart ct al. discloses storing a digital certificate for user authentication 
and security on a network. The Office Action admits Stewart et aVs failure to teach or 
suggest means for initiating an electronic transaction (Qf&ce Action, page 7). The digital 
certiiicate disclosed by Stewart et a], is stored in a portable computing device (?CD) to allow 
a user to access a network." The digital certificate is not, however, transmitted from a PCD to 
an Internet terminal for completing an electronic transaction, nor is the digital certificate 
stored in a memory means after the electronic transaction is completed or cancel ei 

10 

PAGE 13/15 * RCVD AT 5/17/2005 11:22:00 AM [Eastern Daylight 



Mfly-17-2005(TUE) 10:17 MflNNflyR & KflNG, P. C. 



(FflX)T03 880 5270 



P. OM/015 



PATENT Atty Docket No.: 10003469.1 

App. Ser. No-: 09/864,242 

The digital certificate stores sponsorship and demogn^htc information of a user (Abstract), 
but the digJUil cerLifteate is not transmitted for completing an electronic transaction, 

Erlin fails to remedy the deficiencies of Stewart ct al, Erlin fails to teach or suggest 
**mcans for transmitting said digital signature of said user fbin said memory means to the 
Internet terminal for completing said electronic transaction," as claimed, Neidier the PIN, 
PEiC or the DBS encryption clip which is used for encryption, as disclosed by Erlin, 
constitutes a digital signature stored in a memory of a remote control imit. In addition, 
neither the PIM, PEK, or the DES encryption clip constitute a digital signature for completing 
an electronic transaction. Moreover, Erlin also teaches away from Applicant's claimed 
invention because Erlin discloses tliat it is not desirable to store transaction information, 
including PIN and PEK codes, within a remote control unit after a transaction is completed 
(Column S, lines 12-17). Thus, one of ordinary sldll in the art would not have been motivated 
to combine the teaching of a memory which stores a digital certificate, as disclosed by 
Stewart ct aj», witii tlic disclosure of Eilin, because Erlin discloses that it is noi desirable to 
store transaction information within a remote control unit after a transaction is complcted. 
There is also no suggestion or motivation to store the digital ccrtifiratc of Stewart ct al., 
which is used for allowing access to a network (Stewart ut al.. Column 2, lines 55-62), with 
the remote control unit of Erlin, whidi is used for communicating with a receiver. 

At least by virtue of Erlin's and Stewart ct al-'s failure to teach or suggest the above 
identified features of independent claim 18, and because of the lack of suggestion or 
motivation to combine Erlin and Stewart ct aU a prima facie case of obviousness has not 
been established under 35 U-S.C § 103. Accordingly, the Examiner is respectfully requested 
to withdmw the rejection of independent claim 1 8* 
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In light of the foregoing* withdrawal of the rejections of record and allowance of this 
application arc earnestly solicited. 

Should the Examiner believe that a telephone conference with the undersigned would 
assist in resolving any issues pertaining to tlic aJlowabilily of the above-identified 
application, please contact the undcnsigncd at the telephone numbcsr listed below. Please 
grant any required extensions of time and charge any fees due in connection with this request 
to deposit account no. 08-2025/ 



Rcspcctllilly submitted. 



Douglas WETGEL 





Ashok K. Mannava 
Registration No,: 45,301 



MANNAVA & KANG, P.C. 
8221 Old Courthouse Road 
Suite 104 



Vienna, VA 221 82 
(703) 652-3S22 
(703)880-5270 (facsimile) 
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